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DETAILED ACTION 

1. This action is responsive to the application filed 9/29/2003. 
Claims 1-20 have been submitted for examination. 

Specification 

2. The disclosure is objected to because of the following informalities: The reference 
mentioned in page 1, 8 concerning a related Application, needs to be adjusted so that this be 
identified as a copending Patent Application currently having Serial Number 10674295. 

Appropriate correction is required. 

Claim Objections 

3. Claims 1, 5, 9, 12, 15, and 18 are objected to because of the following informalities: The 
acronym 6 LIC being introduced has to be spelled out at least once. 

4. Claims 5, 12, and 18 exhibit a typographical error in 'contoller' (li. 9; li. 15; li. 15, 
respectively) and this term should be controller. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and usefiil process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

6. Claims 9-14 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Specifically, claim 9 recites a system for updating LIC comprising 2 clusters with 
communication line in-between, an action table having state actions, and an automated 
dispatcher for executing the above state actions to perform installing software and verifying 
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firmware. The only hardware parts of the system thus recited appear to be the 2 clusters, and the 
result of having action performed so that the cluster would have firmware or software updated is 
construed in light of the dispatcher executing some table state actions. The Specifications shows 
the state actions being software table; and the dispatcher being computer instructions (Specs, pg. 
5, pg. 1 1 and related Figures); that is, confirming that these entities are mere software- 
implemented components/entities. Accordingly, the claim as a whole, amounts to a system being 
based on 2 software entities interacting in a software process for updating some hardware 
storage, but absent any hardware to realize such functionality, no update result would be 
conveyed. Software functional elements being recited without reasonably teaching that they are 
embodied or stored in computer medium or tangible hardware executing support would amount 
to descriptive functional elements leading to non-statutory subject matter. 

The Federal Circuit has recently applied the practical application test in determining whether the claimed 
subject matter is statutory under 35 U.S.C. § 101. The practical application test requires that a " useful, 
concrete, and tangible result" be accomplished. An "abstract idea" when practically applied is eligible for a 
patent. As a consequence, an invention, which is eligible for patenting under 35 U.S.C. § 101, is in the 
"useful arts" when it is a machine, manufacture, process or composition of matter, which produces a 
concrete, tangible, and useful result. The test for practical application is thus to determine whether the 
claimed invention produces a "useful, concrete and tangible result". 

The claim amounts to lack of teaching that some concrete action is taking place via 
tangible hardware support; thus fails to produce a concrete, tangible and useful result; hence is 
rejected for leading to a non-statutory subject matter. 

Dependent claims 10-11 for failing to provide any hardware support for the descriptive 
software functionality, are also rejected. 

Claim 12 recites a system having 2 storage clusters with a communication line, and the 
same software functionality as recited in claim 9; and is likewise rejected for failing to convey 
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that hardware support is in place for enabling the recited software functionality to be realized in 
terms of real world actions leading to tangible, concrete and useful result. 

Claims 12-14 are likewise rejected for leading to a non-statutory subject matter. 

Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 2, 5-8, 10, 12-14, 16, 18-20 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 2 recites steps C and D ( and steps H and I) as rebooting followed by updating the 
a second (or first) cluster in that order. From the Specifications, this is described as phase 1 
(Specifications -pg. 6, 2 nd para; Fig. 3: Cluster 1,210: Update firmware on cluster 2 -> Cluster 2, 
210: Hard drive reboot, Firmware updated) such that there is inconsistency or no clear teaching 
between this sequence of rebooting then updating. That is, the updating is not disclosed as a true 
updating step after a reboot step, but appears merely as establishing updated data (see Fig. 3, 
Cluster 2, 210: Firmware updated ; OR Cluster 1, 220: Firmware updated) as a result of a reboot 
in Cluster 2 or of Cluster 1, i.e. there is no such actual step of updating any data after the reboot 
step subsequent to the quiescing step. The sequence of 'quiescing, rebooting and resuming' has 
been consistent in the Disclosure (pg. 6; Table 1) - as not including a update step after a reboot 
step - making it unclear for one skill in the art as to what exactly the recited updating step (step 
D or step I, claim 2) after a reboot amounts to. The lack of clear teaching as exhibited from 
reading the Specifications in light of inconsistency in use of terminology like updating and 
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updated has rendered this limitation unclear; and one skill in the art would treat this updating 
step as just establishing that data after a reboot has been reconfigured and correct. 

Claim 5 recites step H and I which amount to the same deficiency as set forth above in 
light of the indefinite teaching from the Specifications; thence these 2 steps will be treated as 
establishing confirming updated data as a result of rebooting. Based on the sequence described 
as 'quiescing, rebooting and resuming' from the Specifications and the teaching from Fig. 4 
wherein after a reboot (Fig. 4, cluster 2, 420: Firmware updated), only 'Firmware updated' is 
disclosed, rendering indefinite as to what exactly this true updating action/step comprises of; that 
is, in light of lack of teaching from pg. 12, second paragraph, it is recognized that the updating 
(of firmware) has been accomplished prior to the reboot so that only some reconfiguration is to 
be checked as a result of such restart or ILP. Hence, step H or I in claim 5 would be treated as 
though this is merely a check(verification) after a reboot; and that the actual updating of the 
firmware has been over. 

Claims 6-8 are rejected for not remedying to the base claims. 

Claim 10 (steps D and I) is rejected based on the deficiencies as set forth in claim 2. 

Claim 12 (steps H and I) is rejected based on the rationale as set forth in claim 5, so that 
claims 13-14 are also rejected for not remedying to claim 12. 

Claim 16 is rejected for having the deficiency of claim 2 or claim 10. 

Claim 18-20 are rejected for the deficiency similar in claims 5-8. 

Claims 2, 5, 10, 12, 16, and 18 recite rebooting after an updating step (e.g. cl. 2: steps E, 
J; cl. 5: steps J, K; cl. 10: steps E, J; cl. 12: steps J, K; cl. 16: steps E, J; cl. 18: steps J, K). From 
the Specifications, Fig. 3 or 4, this step is disclosed (i) as optional (stage 220, 420: if necessary) 
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and (ii) as may or may not necessary, from pg. 12, 2 nd paragraph. There is insufficiency in the 
disclosure as to this step being 100% necessary while any claim reciting this step does not appear 
to teach this step as being an optional limitation; hence it is unclear as to whether this specific 
reboot step punctuates the metes and bounds of this updating process, when the disclosure fails 
to provide a sturdy requirement that a rebooting step will take place every time in the recited 
sequences from the above claims. This rebooting step will be treated as a non-required step. 

Claims 6-8, 13-14 and 18-20 are also rejected for not remedying to the above lack of 
teaching. 

Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent 

10. Claims 1, 3-4, 9, 15,17 are rejected under 35 U.S.C. 102(a) as being anticipated by SGI 
TPL, 'SGI Total Performance 9100 (2Gb TP9100) Storage System User's Guide', 09-27-2003 ( 
hereinafter SGI_TP). 

As per claim 1, SGIJTP discloses a method for performing a concurrent automated LIC 
update on a storage controller, comprising the steps of: 

installing LIC update software on a first cluster and a second cluster (see Chap. 3: pg. 3, 
top; Chap. 1 : pg. 2, Rolling Upgrade Capability: Note - Note: controller firmware version 
upgraded with COD to all disk drives reads on LIC software installed on first and second cluster; 
while firmware and Version release update discloses LIC update); 
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continuing operation of said storage controller with at least one of said first cluster and 
said second cluster while updating a first cluster firmware on said first cluster and updating a 
second cluster firmware on said second cluster (Chap. 1 : pg. 2, Rolling Upgrade Capability ); 
verifying said first cluster firmware on said first cluster; and verifying said second cluster 
firmware on said second cluster (e.g. desired version - Chap. 1, pg. 3 top; validity of any 
configuration - Chap. 3: pg. 3, top). 

As per claim 3, SGIJTP discloses installing said LIC update software on a backup drive 
on said first cluster; and (B.) installing said LIC update software on a backup drive on said 
second cluster( Chap 4, pg. 5: Cache and availability, Table 4-4, Mirrored drive). 

As per claim 4, SGIJTP discloses running an automated LIC dispatcher process that 
calls state actions from a state action table, wherein said state action table comprises a plurality 
of individual state actions to perform said concurrent automated LIC update (chap. 4: Drive state 
...array management software, pg. 9-10). 

As per claim 9, SGI_TP discloses a system for automatically updating LIC on a storage 
controller, comprising: 

a first cluster; a second cluster; a communication line between said first cluster and said 
second cluster (see chap. 1 : Overview); 

a state action table, wherein said state action table comprises a plurality of individual 
state actions for a concurrent automated LIC update; an automated LIC dispatcher executing 
(refer to claim 4 - Note: Array Management software reads on dispatcher, see Chap. 4: Drive 
State Reporting, pg. 9) said state actions from said state action table to perform method steps 
comprising: 
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(A.) installing LIC update software on said first cluster and said second cluster; (B.) 
continuing operation of said storage controller with at least one of said first cluster and said 
second cluster while updating a first cluster firmware on said first cluster and updating a second 
cluster firmware on said second cluster; (C.) verifying said first cluster firmware on said first 
cluster; and (D.) verifying said second cluster firmware on said second cluster; 

all of which limitations having been addressed in claim 1 . 

As per claim 15, SGIJTP discloses a article of manufacture comprising a data storage 
medium tangibly embodying a program of machine-readable instructions executable by a digital 
processing apparatus to perform method steps for automatically updating LIC on a storage 
controller, comprising: 

a first cluster; a second cluster; a communication line between said first cluster and said 
second cluster (see chap. 1 : Overview); 

a state action table, wherein said state action table comprises a plurality of individual 
state actions for a concurrent automated LIC update; an automated LIC dispatcher executing 
(refer to claim 4 - Note: Array Management software reads on dispatcher, see Chap. 4: Drive 
State Reporting, pg. 9) said state actions from said state action table to perform method steps 
comprising: 

(A.) installing LIC update software on said first cluster and said second cluster; (B.) 
continuing operation of said storage controller with at least one of said first cluster and said 
second cluster while updating a first cluster firmware on said first cluster and updating a second 
cluster firmware on said second cluster; (C.) verifying said first cluster firmware on said first 
cluster; and (D.) verifying said second cluster firmware on said second cluster; 
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all of which limitations having been addressed in claim 1. 
As per claim 17, refer to claim 3. 

Claim Rejections - 35 USC §103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 2, 5-8, 10-14, 16, and 18-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over SGI TPL, 'SGI Total Performance 9100 (2Gb TP9100) Storage System User's 
Guide', 09-27-2003; and further in view of Shirasawa et al., USPN: 7,032,218 (hereinafter 
Shirasawa). 

As per claim 2, SGIJTP discloses wherein step B further comprises the steps of: 
(B) transferring operation control of said storage controller to said first cluster; (D) 
updating said second cluster firmware on said second cluster and (E) rebooting it; (F) 
transferring operation control of said storage controller to said second cluster; (I) updating said 
first cluster firmware on said first cluster and (J) rebooting it; and (K) transferring operation 
control of said storage controller to said first cluster and said second cluster ( see Chap. 1 : 
Rolling Upgrade Capability, pg. 2). 

SGIJTP does not explicitly disclose: 

(A, C) quiescing of second cluster prior to control transfer and rebooting of second 
cluster before updating; (G, H) quiescing first cluster and rebooting first cluster before updating 
first cluster. 
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The desirability to maintain stable power when a drive or a cluster is subject to update of 
configuration is shown in SGI_TP along with SGI__TP teaching checking if after a power is 
recycled if any configuration is proper ( see Chap. 1, pg. 3, top; Chap. 3, pg. 3: Caution 
sections) suggests improper configuration data can be due to advent of unstable power; thus 
reconfiguring a cluster require a need a steady power situation via power reboot, or disabling its 
activity state prior to switching control or reconfiguring. Analogous with SGI_TP's RAID 
updating endeavor, Shirasawa teaches disabling of I/O process and reboot a unit prior to its 
updating of latest firmware (e.g. step 115, 135, Fig. 3). It would have been obvious for one skill 
in the art at the time the invention was made to stop I/O process (quiesce) and reboot the updated 
cluster prior to rechecking on the latest state of the updated firmware as shown by Shirasawa and 
apply these steps prior to the update as purported by SGI_TP. One would be motivated to do so 
that to not incur unstable fluctuation while data is being updated, and to enable changes in the 
updated firmware to better take effect or verified in a later power steady state as endeavored by 
SGI_TP in light of a desire to establish rebooted power, and the subsequent verifying of update 
data as presented by Shirasawa (see above) or SGIJTP (Chap. 3, pg. 3). 

As per claim 5, SGI_TP discloses method for performing a nonconcurrent automated 
LIC update on a storage controller, comprising the steps of: 

(A) installing LIC update software on a first cluster and a second cluster (see Chap. 3: pg. 
3, top; Chap. 1: pg. 2, Rolling Upgrade Capability: Note - Note: controller firmware version 
upgraded with COD to all disk drives reads on LIC software installed on first and second 
cluster); 
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(B) suspending operation of said storage controller; (G) transferring LIC update process 
control of said storage controller to said first cluster (Chap. 1 : Rolling Upgrade Capability, pg. 
2); 

(H) updating a first cluster firmware on said first cluster; (I) updating a second cluster 
firmware on said second cluster (chap. 3: tests ... validity - pg. 3, top) ; 

(J) rebooting said first cluster; (K) rebooting said second cluster; and (L) transferring 
operation control of said storage controller to said first cluster and said second cluster (e.g. 
restarted - Chap. 1 : Rolling Upgrade Capability, pg. 2). 

But SGIJTP does not disclose steps 

(C) quiescing said first cluster; 

(D) quiescing said second cluster; 

(E) rebooting said first cluster; 

(F) rebooting said second cluster; prior to step steps G and H. But rebooting (steps E, F) 
subsequent to stopping of I/O activities (steps C, D) in a RAID drive for the purpose of its 
upgrading has been addressed as obvious in light of the rationale as set forth in claim 2 using 
Shirasawa's teaching. 

As per claim 6, refer to SGI_TP (e.g. desired version - Chap. 1, pg. 3 top; validity of 
anyconfiguration - Chap. 3: pg. 3, top) for verifying said first cluster firmware on said first 
cluster; and verifying said second cluster firmware on said second cluster. 

As per claims 7-8, refer to rationale of claims 3-4, respectively. 

As per claim 10, in reference to claim 9, this claim corresponds to the subject matter of 
claim 2; hence will incorporate the respective rationale of rejection as set forth therein. 



Application/Control Number: 10/674,300 Page 12 

Art Unit: 2193 

As per claim 11, refer to the rejection set forth in claim 3. 

As per claim 12, SGI TP discloses a system for automatically updating LIC on a storage 
controller, comprising: a first cluster; a second cluster; a communication line between said first 
cluster and said second cluster; a state action table (Note: this is the subject matter recited on top 
of claim 9; for which refer to corresponding rejection as set forth in claim 9), wherein said state 
action table comprises a plurality of individual state actions for a nonconcurrent automated LIC 
update; 

an automated LIC dispatcher executing state actions from said state action table to 
perform method steps comprising: (A.) installing LIC update software on said first cluster and 
said second cluster; (B.) suspending operation of said storage controller; (C.) quiescing said first 
cluster; (D.) quiescing said second cluster; (E.) rebooting said first cluster; (F.) rebooting said 
second cluster; (G.) transferring LIC update process control of said storage contoller to said first 
cluster; (H.) updating a first cluster firmware on said first cluster; (I.) updating a second cluster 
firmware on said second cluster; (J.) rebooting said first cluster; (K.) rebooting said second 
cluster; and (L.) transferring operation control of said storage controller to said first cluster and 
said second cluster; 

all of which (nonconcurrent update) limitations having been addressed as obvious in 
claim 5 above. 

As per claims 13-14, refer to claims 6-7. 

As per claim 16, SGIJTP (in view of Shirasawa) discloses (by virtue of obvious 
teaching) wherein step B further comprises the steps of: (A.) quiescing said second cluster; (B.) 
transferring operation control of said storage controller to said first cluster; (C.) rebooting said 



Application/Control Number: 1 0/674,300 Page 1 3 

Art Unit: 2193 

second cluster; (D.) updating said second cluster firmware on said second cluster; (E.) rebooting 
said second cluster; (F.) transferring operation control of said storage controller to said second 
cluster; (G.) quiescing said first cluster; (H.) rebooting said first cluster; (I.) updating said first 
cluster firmware on said first cluster; (J.) rebooting said first cluster; and (K.) transferring 
operation control of said storage controller to said first cluster and said second cluster; all of 
which limitations having addressed in the rationale as set forth in claim 2. 

As per claim 18, this claim is the computer readable medium version of claim 12; hence 
is rejected using the rationale of claim 12. 

As per claims 19-20, refer to corresponding rejections of claims 13-14. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tuan A Vu whose telephone number is (272) 272-3735. The 
examiner can normally be reached on 8AM-4:30PM/Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kakali Chaki can be reached on (571)272-3719. 

The fax phone number for the organization where this application or proceeding is 
assigned is (571) 273-3735 ( for non-official correspondence - please consult Examiner before 
using) or 571-273-8300 ( for official correspondence) or redirected to customer service at 571- 
272-3609. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the TC 2100 Group receptionist: 571-272-2100. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Tuan A Vu 
Patent Examiner, 
Art Unit 2193 
September 15,2006 



